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DETAILED ACTION 
Response to Amendment 
Continued Examination Under 37 CFR LI 14 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 . 17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicants submission filed on 1 1/28/2005 has been entered. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 25 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable over Cannon 
in view of Crockett and Forlenza. 

Regarding claim 25 Cannon teaches a mobile station comprising: communication 
circuitry for processing wireless communication signals (see col. 2, lines 11-19). Cannon 
teaches audio processing circuitry for converting between sound and audio signal and for 
receiving sound from a microphone and for producing sound to a speaker (see col. 3, lines 11-19 
and col. 4, lines 32-36 & 64-67). Cannon teaches logic to prompt the mobile station to generate 
signaling to a communication network element to complete call setup including completing 
connection of a voice channel and further to mute the microphone even though an incoming call 
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is connected (see col. 2, lines 21-29 & 51-65). Cannon teaches logic circuitry for prompting the 
mobile station to transmit a request to play a specified message to the calling party to advise the 
calling party that it is being placed on hold and that the called party will be taking the call shortly 
(see col. 2, lines 33-40). Cannon teaches wherein the mobile station only transmits the request if 
the called party depressed a select button or key while being alerted that a call was coming in for 
the called party (see col. 2, lines 30-40). Cannon does not specifically mention prompting a 
called party to take the call after a specified period of time as a reminder that a calling party is on 
hold and transmitting a request to a mobile switching center to further prompt an interactive 
voice response system to play a message. Crocket teaches prompting a called party to take the 
call after a specified period of time as a reminder that a calling party is on hold (see col. 6, lines 
30-34 & 47-52). Forlenza teaches an interactive voice response system that plays a message (see 
col. 1, lines 45-51). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to make the device adapt to include prompting a called party to take the call 
after a specified period of time as a reminder that a calling party is on hold and transmitting a 
request to a mobile switching center to further prompt an interactive voice response system to 
play a message because a reminder can be generated while the voice channel is connected and an 
interactive voice response system can provide messages to a calling party, allowing for improved 
indication of call connection status. 

Regarding claim 27 Cannon teaches a select button that is a keypad number button (see 
col. 2, lines 29-31). 

Claims 28-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over Cannon in 
view of Crockett. 
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Regarding claim 28 Cannon teaches a mobile station comprising: communication 
circuitry for processing wireless communication signals (see col. 2, lines 1 1-19). Cannon 
teaches audio processing circuitry for converting between sound and audio signal and for 
receiving sound from a microphone and for producing sound to a speaker (see col. 3, lines 11-19 
and col. 4, lines 32-36 & 64-67). Cannon teaches logic circuitry for prompting the mobile 
station to complete call connection including the voice channel and further to mute the 
microphone until the called party takes the call to prevent audio transmission over the connection 
call until the called party takes the call (see col. 2, lines 21-29 & 51-65). Cannon teaches 
transmitting a message to the calling party to advise the calling party that the called party will be 
taking the call shortly (see col. 2, lines 33-40). Cannon does not specifically mention prompting 
a called party to take the call after a specified period of time has elapsed as a reminder that a 
calling party is on hold. Crockett teaches completing connection of a voice channel (see col 4, 
lines 15-19 and col. 5, lines 55-58). Crocket teaches prompting a called party to take the call 
after a specified period of time has elapsed as a reminder that a calling party is on hold (see col. 
6, lines 30-34 & 47-52). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to make the device adapt to include prompting a called party to take 
the call after a specified period of time has elapsed as a reminder that a calling party is on hold 
because a reminder can be generated while the voice channel is connected and this would allow 
for improved indication of call connection status. 

Regarding claim 29 Cannon teaches a mobile station wherein the message is only 
transmitted if the called party depressed a select button or key while being alerted that a call was 
coming in for the called party (see col. 4, lines 3-14). 
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Regarding claim 30 Cannon teaches a microphone that is muted until the called party 
depresses a select key indicating that he is ready to take the call (see col.2, lines 51-65). 

Regarding claim 3 1 Cannon teaches a speaker that is muted until the called party 
depresses a select key indicating that he is ready to take the call (see col.2 5 lines 51-65). 

Claims 32-34 are rejected under 35 U.S.C. 103(a) as being unpatentable over Chow in 
view of Forlenza. 

Regarding claim 32 Chow teaches a method for connecting a call placed by a calling 
party to a called party having a multi-line capable phone (see col. 7, lines 21-26 and col. 72, lines 
1 1-24). Chow teaches receiving an indication that a call is to be setup with the called party and 
determining a service node for the called party and transmitting call setup signals to the serving 
node (see col. 22, lines 1 1-13 & 49-67 and col. 23, lines 1-3). Chow teaches receiving an 
indication of the called party number (see col. 5, lines 29-33). Chow teaches connecting a first 
call to the called party (see col. 7, lines 21-26). Chow teaches receiving an indication from the 
called party to place the calling party on hold (see col. 73, lines 54-59 and col. 74, lines 35-40). 
Chow teaches responding to a called party response by triggering the play of a select message to 
the calling party to advise the calling party that the called party will be taking the call shortly 
(see col. 34, lines 50-61). Chow teaches when a specified period of time has elapsed, prompting 
a subsequent action (see col. 38, lines 5-9). Chow does not specifically teach an interactive 
voice response (IVR) to play a specified message. Forlenza teaches using an IVR for specified 
messages in call holding features (see col. 1, lines 45-51). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to make the device adapt to include an 
interactive voice response (IVR) to play a specified message because an interactive voice 
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response system can provide messages to a calling party and this would allow for improved 
methods of transmitting a signal indicating a call has been placed on hold. 

Regarding claim 33 Chow teaches providing instructions to the calling party to give 
directions for leaving a message to get off hold (see col. 42, lines 5-1 1 & 22-30). 

Claim 34 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chow in view of 
Forlenza and Crockett. 

Regarding claim 34 Chow and Forlenza teach a device as recited in claim 32 except for 
providing a reminder to a called party that a second call is still on hold. Crockett teaches 
notifying a called party that a calling party has remained on hold (see col. 6, lines 30-34 & 47- 
52). It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to make the device adapt to include providing a reminder to a called party that a second 
call is still on hold because this would allow for improved communication control when a calling 
party has been placed on hold. 

Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cannon in view 
of Crockett, Forlenza, and Chow. 

Regarding claim 26 Cannon, Crockett, and Forlenza teach a device as recited in claim 25 
except for prompting the mobile station to transmit an indication that the called party is ready to 
take the call. Cannon does teach a user of a mobile station that decides to take a call on hold by 
terminating the hold-state (see col. 3, lines 65-67). Chow teaches prompting the mobile station 
to transmit an indication that the called party is ready to take the call (see col. 42, lines 53-56). It 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
make the device adapt to include prompting the mobile station to transmit an indication that the 
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called party is ready to take the call because this would allow for efficient and effective 
processing of call waiting features. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distincUy claiming the 
subject matter which the applicant regards as his invention. 

Claims 33 and 34 recite the limitation "the further action" in the first line of each claim. 
There is insufficient antecedent basis for this limitation in the claim. 

Response to Arguments 

Applicant's arguments filed 1 1/28/2005, have been fully considered but they are not 
persuasive. 

In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 R2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988) and/n re Jones, 958 F.2d347, 21 USPQ2d 1941 (Fed. Cir. 
1992). In this case, regarding claims 25-31 Cannon, Crockett and Forlenza all relate to call 
connection status and status indicators. An interactive voice response (IVR) can be used to play 
the specified message to the calling party in Cannon and because the voice channel is connected, 
a reminder can be made to the called party that a calling party is on hold. This would prove 
useful to a preoccupied called party such as the one mentioned in Cannon. 
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In response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

Regarding claims 32-34, applicant's arguments fail to comply with 37 CFR 1 . 1 1 1(b) 
because they amount to a general allegation that the claims define a patentable invention without 
specifically pointing out how the language of the claims patentably distinguishes them from the 
references. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Gutzmann U.S Patent No. 6,1 18,861 discloses a calling party invoked held call 
monitoring. 

Nakamura U.S Patent No. 6,553,221 discloses incoming call notification apparatus. 

Nguyen U.S. Patent No. 5,995,848 discloses a system and method of completing calls to 
busy mobile subscribers in a radio telecommunications network. 

Ahlberg U.S. Patent No. 5,657,372 discloses systems and methods for selectively 
accepting telephone calls without establishing voice communications. 

Burg U.S Patent No. 6,219,413 Bl discloses an apparatus and method for called-party 
telephone messaging while interconnected to a data network. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brandon J. Miller whose telephone number is 571-272-7869. 
The examiner can normally be reached on Mon.-Fri. 8:00 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Trost can be reached on 571-272-7872. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
systei^^r^^^^Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

December 8, 2005 ^ 




